UNI TED STATES DI STRI CT COURT
SOQUTHERN DI STRI CT OF NEW YORK

___________________________________ X
KASI M SULTON,
Pl aintiff,
01 Gv. 8179 (JSM
_V_ -
OPI Nl ON AND ORDER
KI RSTEN C. ASHLEY,
d/ b/ a KASI MONLI NE. COM
MhM MANAGEMENT or M DGE AND MO
MANAGENMENT,
Def endant .
___________________________________ X

JOHN S. MARTIN, Jr., D strict Judge:

Plaintiff Kasim Sulton brings this action agai nst Defendant
Kirsten Ashley, alleging that Defendant has unlawfully used
Plaintiff's name, signature, and |ikeness, and has engaged in
cyberpiracy and fal se designations and representations in
violation of the Lanham Act and | aws of the State of New York.
Def endant, appearing pro se, seeks to dismss or stay the action
on the grounds that the subject matter of the action is
duplicative of a contract action currently pending in Nevada
state court and because the Court | acks personal jurisdiction

over the Defendant.



Facts
For the purposes of this notion, all factual disputes are to

be resolved in Plaintiff's favor. See A.l. Trade Fi nance, |nc.

v. Petra Bank, 989 F.2d 76, 79-80 (2d G r. 1993). Plaintiff

Kasi m Sul ton, known to many fans sinply as "Kasim" is a nusician
and songwiter who has acconpani ed nunerous popul ar nusi ci ans and
performed solo for over twenty-five years. Plaintiff is a
resident of Staten Island, New York. Defendant, a resident of
Nevada, was introduced to Plaintiff's nmusic by a friend. While
the explicit details that Defendant has provided concerning their
rel ationship are not relevant to this notion, it is clear that

Def endant nmet Plaintiff in person in June 2000, on the day of one
of his performances. Plaintiff and Defendant remained in contact
via the internet and the correspondence eventually turned to the
subject of Plaintiff's solo career. Defendant offered to assi st
Plaintiff wth managi ng and pronoting his solo career, and on
Decenber 17, 2001, Plaintiff granted Defendant perm ssion to do
so.

According to Plaintiff, around January 2001, Defendant
started the website "kasinonline.com" The website was created
in Nevada. Plaintiff and Defendant settled on content for a
bi ography and decided to use Plaintiff's signature as the | ogo
for the site. The website has information about the Plaintiff,

tour information, photographs, and other itenms of interest for



fans. In a matter of nonths the relationship between the parties
began to deteriorate and in early March 2001, Plaintiff informed
Def endant that he was term nating their business relationship.
Despite this falling out, Defendant naintai ned exclusive control
of the website and continues to call it the "Original Oficial
Website of Kasim Sulton.” Plaintiff then |aunched a new website,
Kasi nSulton.com Plaintiff alleges that Defendant began posting
negati ve commentary about Plaintiff on the kasinonline.com
website and sent disparaging emails to the website mailing |ist,
all the while claimng that kasinonline.comis an "official"
website, affiliated with Kasim Sulton. Plaintiff clains that
Def endant' s continued control of the website and her
representations about the Plaintiff have resulted in the | oss of
many fans.

Under st andi ng that the business relationship had been
term nated March 2001, Defendant offered to relinquish control of
the website in return for reinbursenent for the services that she
had provided to date. In reply, Plaintiff's attorney informnmed
Def endant that pending a response fromPlaintiff, she should
cease "from her ongoing m srepresentations of M. Sulton's nane
and |ikeness" and "her willful infringenment of registered
copyrights.” (Siegel Aff. Ex 2.) Furthernmore, Plaintiff
i nstructed Defendant that she was not entitled to view and record
Plaintiff's upcom ng New York performance on April 7, 2001.
Def endant, however, attended the performance for the purpose of
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public relations, advertising KasinOnline.comand ot her upcom ng
shows, and video taping the performance for use on the website.
(Siegel Aff. Ex. 1). Defendant continues to operate and nmaintain
the website, despite Plaintiff's instruction that she is no

| onger authorized or otherwi se permtted to use his nane or

i keness for any purpose.

On April 19, 2001, Defendant Ashley filed a conpl aint
against Plaintiff Sulton in the Cark County District Court,
Nevada. The case concerns the business relationship as well as
certain matters following the termnation, such as Plaintiff
Sulton's alleged m srepresentati ons about Defendant Ashley's
busi ness reputation and Plaintiff's alleged attenpt to convert
the website. In the state action, Defendant Ashley seeks, inter
alia, reinbursenent for the services that she provided to
Plaintiff during their business relationship.

Subsequent |y, on August 30, 2001, Plaintiff filed this
action agai nst Defendant, claimng that Defendant's continued
operation of the website, after the term nation of the business
relationship, has violated Plaintiff's rights and injured his
busi ness. Specifically, Plaintiff asserts clains of cyberpiracy
inviolation of 15 U . S.C. § 1125(d), false designation of origin
in violation of 15 U. S.C. 8§ 1125(a), and violations of privacy

and busi ness rights under New York | aw.



Di scussi on
Def endant seeks to have this action dism ssed, or, in the
alternative, stayed on the grounds that the subject nmatter is
duplicative of that at issue in the Nevada state court proceeding
and al so argues that the Court |acks jurisdiction over her
person. The Court will first consider the matter of personal

jurisdiction.

| . Personal Jurisdiction
To survive a notion to dismss, Plaintiff is required to
make only a prima facie case for personal jurisdiction. See A.l.

Tr ade Fi nance, 989 F.2d at 79-80. Plaintiff contends that New

York's long-arm statute provides three grounds on which personal
jurisdiction may rest. First, Plaintiff clains that Defendant
conmmtted a tortious act within the state. See NY. CP.L.R 8
302(a)(2) (2001). Second, Plaintiff argues that jurisdiction is
proper under C P.L.R 8 302(a)(3) because Defendant commtted a
tortious act outside the state which caused an injury inside New
York. Lastly, Plaintiff argues that this Court has persona
jurisdiction over Defendant because she transacted business

wi thin New York, bringing Defendant within the scope of C.P.L.R
8 302(a)(1). Since jurisdiction is proper under CP.L.R 8§
302(a) (1), the court need not reach plaintiff’s alternative

argument s.



C.P.L.R 8 302(a)(1l) provides jurisdiction over a person
who "transacts any business within the state or contracts
anywhere to supply goods or services in the state." NY. CP.L R
8§ 302(a)(1). In determ ning whether jurisdiction over a
def endant has been adequately plead and fairly asserted, courts

exam ne the totality of the circunstances. See Pilates, Inc. V.

Pilates Inst., Inc., 891 F. Supp. 175, 179 (S.D.N. Y. 1995). \Where

a party purposely projects herself into New York, persona
jurisdiction my be exercised where there is a strong nexus
between the plaintiff's cause of action and the defendant's

in-state conduct. See Citigroup Inc. v. Cty Holding Co., 97 F

Supp. 2d 549, 564 (S.D.N Y. 2000); Klagsbrun v. Ross, No. 93 Cv.

7709, 1995 W. 43664, at *3-4 (S.D.N. Y. Feb. 3, 1995).

Here, Defendant does not deny that she traveled to New York
to attend two concerts by Plaintiff, that she reported on these
concert on the website, and that either she or soneone acting on
her behal f took pictures at one of these new York concerts which
were posted on the website. Thus, while the allegedly infringing
website was created and is maintained in Nevada,® the defendant

engaged in substantial purposeful activity in New York that

The creation and mai ntenance of a website outside of New
Yor k cannot al one confer jurisdiction over Defendant in a
trademark i nfringement case because the injury in such a case is
the creation of the website and the place of the tort is where
the website was created. Bensusan Restaurant Corp. v. King, 126
F.3d 25, 29 (2d. Cr. 1997); Telebyte, Inc. v. Kendaco, Inc., 105
F. Supp. 2d. 131, 134 (E.D.N. Y. 2000).
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related to her operation of the website. This activity, coupled
with Defendant's letter to Plaintiff in New York, offering to
relinquish control of the website to Plaintiff in return for a
paynment, is sufficient to satisfy the jurisdictional requirenents
of CP.L.R & 301(a)(1).

Personal jurisdiction under New York's |long-armstatute al so
nmeets the requirenents of constitutional due process that the
def endant have "certain mninmumcontacts with [the forun such
that the mai ntenance of the suit does not offend traditional

notions of fair play and substantial justice." International

Shoe, 326 U. S. at 316, 66 S.C. 154 (citation and internal

quotation marks omtted); Wrld-Wde Vol kswagen Corp. v. Wodson,

444 U. S. 286, 292, 100 S.Ct. 559, 62 L.Ed.2d 490 (1980); Chew v.
Dietrich, 143 F.3d 24, 28 (2d Cr.1998). Defendant’s trip to New
York to attend and photograph plaintiff’s concerts neet the

m ni mum contacts requirenment of due process.

1. Duplicative Proceedi ngs
Def endant argues that the Court should dism ss or stay this
action on the ground that the subject matter is duplicative of a
matter currently pending between the parties in a Nevada state
court. Although federal courts have a "virtually unflaggi ng
obligation" to exercise their jurisdiction, dismssal or

abstention pending an action in state court nmay be appropriate in



exceptional circunstances. Colorado R ver Water Conservation

Dist. v. United States, 424 U S. 800, 817-818 (1976); Village of

Wstfield v. Wlch's, 170 F.3d 116, 120 (2d Gr. 1999). Here,

t he bal ance of considerations mlitates in favor of the Court
exercising its jurisdiction.

To determine if abstention is appropriate, the Court nust
wei gh six factors, "with the balance heavily weighted in favor of

the exercise of jurisdiction.” Mses H Cone Memi| Hosp. v.

Mercury Constr. Corp., 460 U S. 1, 16 (1983). "Only the clearest

of justifications will warrant dismssal." Colorado River, 424

U S at 819. The six factors are:

(1) the assunption of jurisdiction by either court over
any res or property;
(2) the inconveni ence of the federal forum
(3) the avoidance of pieceneal litigation;
(4) the order in which jurisdiction was obt ai ned;
(5) whether state or federal |aw supplies the rule of
deci sion; and
(6) whether the state court proceeding will adequately
protect the rights of the party seeking to invoke
federal jurisdiction.

Welch's, 170 F. 3d at 121. No single factor is decisive, see

DeCi sneros v. Younger, 871 F.2d 305, 307 (2d G r. 1989), and the

list does not operate as a nechanical checklist but "a careful
bal anci ng of the inportant factors as they apply in a given
case," Cone, 460 U.S. at 16.

The first factor is not operative here. |In fact, the
absence of a res points toward the exercise of federal

jurisdiction. DeC sneros, 871 F.2d at 307. The second factor

simlarly does not favor abstention. Wile the distance between
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the state court in Nevada and this court is great enough for it

to create an i nconveni ence for the Defendant, see Col orado Ri ver,

424 U.S. at 820, the inconvenience of the action in Nevada is

just as great for the New York-based Plaintiff, see S-Fer Int']l

Inc. v. Paladion Partners, Ltd., 906 F. Supp. 211, 215 (S.D.N.Y.

1995) (" A zero sum exchange of burdens does not favor a
transfer.").

Wth respect to the third factor, abstention is favored when
the state and federal issues are so inextricably linked that a
party can face liability in tw different foruns and inconsistent

results can energe. DeC sneros, 871 F.2d at 308. This situation

may ari se when sone of the parties in the state action are not
party to the federal action, and vice-versa. See ld.. Here,
however, the parties are the sane in both actions, and the nature
of the clainms, though arising fromsimlar facts, are not so
fundanmental ly Iinked that such pieceneal litigation would result.

See Colorado River, 424 U.S. at 816 ("[Mere potential for

conflict in the results of adjudications does not, wthout nore,
warrant staying exercise of jurisdiction.").

The fourth factor turns on "how nuch progress has been nmade
in the two actions.” Cone, 460 U S. at 21. It appears that the
Nevada state court is currently considering Defendant Sulton's
nmotion to quash for lack of personal jurisdiction. Because this
federal action has progressed neither nuch farther than the
filing of the conplaint nor nuch farther than the state action,
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this factor favors abstention. See Col orado River, 424 U.S. at

820; DeCisneros, 871 F.2d at 308.

The last two factors favor exercising federal jurisdiction.
Regarding the fifth factor, "[w] hen the applicable substantive

law is federal, abstention is disfavored." DeC sneros, 871 F. 2d

at 308. Here, Plaintiff is stating clains under federal
trademark |aw. The sixth factor is only significant if it

mlitates in favor of federal litigation. Bethlehem Contracting

Co. v. Leher/McGovern Inc., 800 F.2d 325, 328 (2d Gr. 1986).

Here, given the federal nature of sonme of Plaintiff's clains, the
federal court is in a better position to protect Plaintiff's
rights.

Considering that only one of the factors weighs in favor of
abstention, the Court determnes that it shall not abstain or
dism ss this action pending the state court proceeding.

For the foregoing reasons, Defendant's notion is denied.

SO ORDERED

Dat ed: New York, New York
January , 2002

John S. Martin, Jr.
U. S. D J.
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Copi es to:

For Plaintiff:

Benjam n K Senel

Pryor Cashman Sherman & Flynn LLP
410 Park Avenue

New Yor k, NY 10022

Def endant :

Kirsten C. Ashley

9000 Las Vegas Blvd., South
#2023

Las Vegas, NV 89123
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